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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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- If NO period for reply is specified above, the maximum statutory period will apply and wilt expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)0 Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)l3 This action Is non-final. 

3) d Since this application is in condition for allowance except for fomnai matters, prosecution as to the merits is 

closed In accordance with the practice under £x parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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4) M Clalm(s) 1-12 is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1^12 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirenient. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration Is objected to by the Examiner. Note the attached Office Action or fomri PTO-152. 

Priority under 35 U.S.C. § 1 1 9 
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a)n All b)n Some * cjD None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Receipt is acknowledged of the IDS received on 3-10-04. 



Claim Rejections - 35 USC §103 



The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cooley et al. 

(US 5,616,902). 

Re claim 1, Cooley et al. teaches transmitting a bill to a customer from a biller, the bill 
having a code encoded in a readable encoding region, the bill code identifying customer 
information and a payment amount (FIG. 3), reading the bill code with a bill reader to collect the 
customer information and the payment amount, receiving cash by for at least the payment 
amount and causing payment of the bill from a bank to a bank associated with the biller (FIG. 5, 
which teaches that the code is read to collect customer and payment information, cash is 
received, and then payment is made from the office/bank 89 and then transferred to the biller 
bank/accounts of the billers/issuers. Though Cooley et al. is silent to a third party, the Examiner 
notes that as the machine is able to handle various issuers/billers, that the money is taken to an 
office/bank 89 and then transferred to issuers/billers accounts (versus just taken to the 
issuers/billers themselves), and can be located at a grocery store, it would have been obvious to 
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be operated by a third party, as a means of providing a service to consumers (convenience) for 
paying bills. 

Re claim 2, the bill reader is disclosed as being able to be positioned at a grocery store, 
bank lobby, offices, travel oflRces, bus, train terminals, convenient stores, and other places where 
personnel are present to keep an eye out (col 7, lines 50+), it would have been obvious to 
position it at/near a point of sale terminal, to provide a convenience to a user, by positioning it 
near a device where financial transactions take place, to encourage use, and to gain a lot of 
attention by those who pass by (high travel location). 

Re claim 3, as the funds are transferred, as discussed above, it would have been obvious 
to transmit a bill pay order to the first account to send funds fi-om the first bank to the second 
bank. 

Re claims 4 and 9, the Examiner notes that the fields of the barcode do not teach 
information relating to the identity/demographic information of the bill payer. However, the 
Examiner notes that in order for information to be posted to the users specific account, that 
inherently a link exists between the users name or other demographic information required to 
finalize a transaction, and the information encoded in the barcode 42. Accordingly, at one point 
it is envisions that a link must be established and information regarding the name, address, etc. 
(demographic information) must be downloaded to process payment. 

Re claim 5, the Examiner notes that if the machine accepts bill payment, it would have 
been obvious for the bill payer to designate to the user that such transactions can occur, in order 
to provide advertising and also convenience to the user, so that the user knows that they can 
make payments in a different way than just mailing them in. The claims do not specifically 
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recite that the means is designated by text printed on the bill, for example. The mere fact that the 
site accepts payment, it is understood to have been designated by the biller, otherwise it would 
not accept such payment had the biller not designated it. 

Re claims 6-8, and 10-1 1, the limitations have been discussed above. 
3. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being impatentable over Gustin et al. 
(US 6,012,048) in view of Cooley et al, as discussed above. 

Re claim 12, Gustin et al. teaches a method comprising at least two business transactions 
with a customer by a third party each of the transactions including at least the purchase of an 
item and payment of a bill provided by a biller, both by cash inserted into the device, (FIG. 9 
which shows that money orders and lottery tickets, stamps, and phone cards can be purchased, 
and bills paid), where bills are scanned by scanner 54. Though silent to reading a code, the 
scanner is able to read information from the bill, and it would have been obvious that codes are 
provided on bills, especially in Ught of the prior art cited above, as a means to provide machine 
readable indicia for accuracy in reading and processing. The Examiner notes that though silent 
to storing item identification, customer identification, and providing a profile/record of the 
transactions of the cash paying customer based on the stored identifications of the items 
purchased, it is well known and conventional in the art that ATM and other banking/sales 
devices record transactions (electronically) for record and log keeping. Accordingly, the 
limitations relating to recording keeping and providing a profile/record based on the transactions 
is an obvious expedient, obvious to one in the art, to record and sort/organize data. 

Re claims 1-12, the limitations of Gustin et al. have been discussed above. 
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Gustin et al. is silent to the bill having a bill code encoding customer information and 
payment amount. 

Cooley et al. teaches such Umitations as discussed above. 

It would have been obvious to combine the teachings of Gustin et al. with those of 
Cooley et al. 

One would have been motivated to do this to provide machine-readable means to readily 
gather bill information from a bill for improved accuracy. 

The Examiner notes that the banking device of Gustin et al. is interpreted as a third party, 
and as funds are transferred, it would have been obvious to do them electronically, from one 
account to another. As the banking device is able to sell items, it is also interpreted as a point of 
sale device. Further, as payment is processed by the banking machine to the bill payment 
companies, it would have been obvious to transmit a bill pay order to the bank associated with 
the third party, as a means to transfer the ftinds to the biller. Designation of the site is 
understood to occur, as the banking device must be designated by the biller to be in a cooperative 
relationship to permit bill payment. 
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Additional Remarks 



4. The Examiner notes that claim 12 does not specifically recite that the transactions 
performed are both cash transactions, but only that the customer is described as one who 
conducts cash transactions. Thus, a customer can perform cash transactions (other transactions), 
without the transactions of the claim being cash transactions. For example, a customer can 
perform cash transactions, and in other instances, can perform non-cash transactions. 



disclosure (See PTO-892). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel I. Walsh whose telephone number is (571) 272-2409. The 
examiner can normally be reached on M-F 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on (571) 272-2398. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Conclusion 



5. 



The prior art made of record and not relied upon is considered pertinent to apphcant's 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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